Mar-24-04 Q2:48p/n Frora-COZEN O'CONNOR 



+619-234-7831 



T-956 P. 001/013 F-295 



PHllADELWJA 

Atlanta 
chariotte 

Cn£RRY HIU. 
CHCAGO 
DALLAS 
LAS VEGAS 
LONDON 
LOS ANGELES 



0 

COZEN 
O'CONNOR 

' ATTORNEYS 



NEW YOfeK 
NEWARK 
5 AN DIEGO 
SAN FRANCISCO 
SEATTLE 
WASHINGTON, PC 
WEST CONSHOHOCKEN 
WICHITA 
WILMINGTON 



A PROFESSIONAL CORPORATION 

J 900 MARKET STREET PHILADELPHIA, PA 19103-3508 215.665.2000 800.523.2900 215.645.2013 FAX www.coz«n.cQm 



FROM: Kennetfi H. Tofbet 
SENDER'S PHONE: 215.665.6914 
# OF PAGES (INCLUDING COVER): 
DATE: March 24, 2004 



FACSIMILE 



TIMEKEEPER NO.: 2847 

SENDER'S FAX: 866-765-8603 
FILE NAME: IBIS0036-101/IBIS-0339 

FILE #: 139772 



RECEIVED 

CENTRAL FAX CENTER 

.JAR 2 4 2004 



OFFICIA, 



RECIPIENT(S) 


PHONE 


FAX 


Examiner Michael L. Borin 


703-308-6568 


703-872-9306 



MESSAGE: OFFICIAL FAX! PLEASE DELIVER TO EXAMINER Michael L Borin 



Serial No.: 09/753,869 Filing 

Attachments: Transmittal Form (1 sheet) 
Fee Transmittal (1 sheet] 
Reply (9 sheets) 

IF YOU DO NOT RECEIVE AU PAGES, PLEASE CALL 215.665.2000 or 800.523.2900 IMMEDIATELY. 

THIS TRANSMISSION 15 ALSO BEING SENT VIA: 

, Regular Mail 

Certified Mail 

Hand Delivery 

, Overnight Mail 

Federal Express 

NOTICE 

TKo informa^ofi contained in tkis tranwnhiion is privileged and confidential, it is intended for the MSB of tno individual or entity txzrnscj above, if me reodor of this 

mossaj)* i* nottha mfonJod addreHoa, mo raacfci- a hereby notified that any c«nside ration, diisanmalfoci or duplication of this communication h strictly pruhibita J. 
if the addressee has received this communication in error, ploc&o return iniv tron^miuian !□ ui or the abavo addrau by mail. We will roimbuno you postage, in 
addition, jf ihi* qammunJcarion wa= received in the U.£ v please notify us immediately by phoning and asking for tbe Few Center, 



PAGE 1/13 * RCVD AT 3/24/2004 5:59:24 PM [Eastern Standard Time] * SVR:USPT0-EFXRF-1/1 ' DNIS:8729306 * CSID:+619 234 7831 4 DURATION (mm-s$):04-34 



Mar-24-04 02:48pm Frcm-COZEN O'CONNOR 



+S19-234-7831 



T-956 P. 002/013 F-295 



Undft-me Paperwg* Reduction Act of 1 M5. no persons 



PTQ/Sfl/21 (OB-03) 
Approved for usB tnrough 07/31/200B. OMB 0551 0031 
U.S. Patam and Trademark OTTlca: U.S. DEPARTMENT OF COMMERCE 
am inquired 10 respond to a collection of InfonTOlfon unless It displays ft valW gwiB control number. 



TRANSMITTAL 
FORM 

j 6s usee for zlt correspondence after initial filing) 



Total Number of Pages in This S ubmission 1 1 



Application Number 



Filing Date 



First Named Inventor 



Art Unit 



Examiner Name 



Attorney Docket Number 



09/753,869 



1/3/2001 



Richard Griffey 



1631 



Michael L. Borin 



I8IS0036-101 (IBIS-0339) 



Fee Transmittal Form 


□ Drawing(s) 




□ After Allowance Communication to 
Group 


| | Fee Attached 


□ Licensin^-related Papers 


n Appeal Communication to Board of 
Appeals and Interferences 


[53 Amendment / Reply 


Q Petition 




Q Appeal Communication to Group 
(Appeal Notice, Brief, Reply Brief; 


□ After Final 


O Petition to Convert to a 
Provisional Application 


Q Proprietary Information 


Q Affidavits/declaration(s) 


Power of Attorney, Revocation 
Change of Correspondence Address 


□ Status Letter 


Q Extension of Time Request 


□ Terminal Disclaimer 


l~l Other Enclosure(s) 
(please toen&y below): 


I"! Express Abandonment Request 


I I Request for Refund 
□ CD. Number of CD(s) 




Information Disclosure Statement 








□ Certified Copy of Priority 
Document^) 


Remarks 






□ Response to Missing Parts/ 
Incomplete Application 








□ Response to Missing 
Parts under 37 CFR 
1.52 or 1.53 









SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Firm 

or 

Individual name 



Signature 



Kannetn h\TarbeV43,18l 



Date 



March 24, 2004 



r 


CERTIFICATE OF MAILING A 


\ hereby certify that this correspondence is being facsimile transmitted to the USPTO or deposited with the United States Postal 
Service with Sufficient postage as first class mail in an envelope addressed to: Commissioner for Patents, P.O. Box 1450. 
Alexandria, VA 2231 3-1450 on the date shown balow. \ 


Typed or printed namo 




y Signature 


^Cl^^^^Z^ Dal * March 24, 2004 J 



TTiia eoiiecuon or imormaDon ib requires oy n i.a. inn nn«iMi«^u -"^"''^ . 7, , ' , /III * 

process) »n «>i>Heatlen. Confidentiality is governed by 35 U.S.C, 122 end 37 CFR 1.14. This coUecllon Is estimated to \2 minutas to wmplcto, nciudlng 9«m**1r>fl. 
pVeparirift ana submitting me computed application form to tna USPTO. Time will vary dapendlng upon ihe individual caso. Any comment* en tna arnoiint of um D 
you require to complete IMI3 torm and/or Suction* for reducing thl* burden, should be sent w me Cnier inronrwaoii [OJkwr. U^^f nt a a "J J™^ m c B ^2^" 
U S Department of Commerce. P.O. BOX 1 4STJ, Alexandria. VA 22313-1 450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS- SEND TO: 
CommJ**Jon*f for Patents, P.O. Box 1450, Alexandria. VA 22313-14*0. 

if you need assistance In completing the form, can i-b00-PTO-9199 ana select option 2. 



PAGE 2113* RCVD AT 312412004 5:59:24 PM [Eastern Standard Time] ' SVR:USPT0-EFXRF-1/1 * DNIS:8729306 * CSID:+619 234 7831 * DURATION (mm-ss);04-34 



Mar-24-04 02:48pm FronrCOZEN O'CONNOR 



+619-234-7831 



T-956 P. 003/013 F-295 



U.S. Patent and Trademark Office; V-S. DEPARTMENT OF COMMERCE 



Under the 



Paperwork Reduction Act of 1995, no parsons are required to respond to a collection of Information unlc^ It displays a valid OMB control number. 



FEE TRANSMITTAL 
for FY 2004 

EffoCtW O1A)l/2003 t Pdtent fees art SUPject to annuuf fdVtSfQn. 



□ Applicant claims small entity status. See 37 CFR 1.27 



TOTAL AMOUNT OP PAYMENT 



(S)0 



Compile If Known 



Application Number 



Filing Date 



First Named Inventor 



Examiner Name 



Art Unit 



Q9/7$3,fl69 



1/3/2001 



Richard Griffey 



Michael L Bonn 



1631 



Attorney Portet Mo. 1 IBIS0TO8-101 (IBIS4339) 



METHOD OF PAYMENT (checfc ell that apply) 



□ Check O Credit cart □ Money 13 Other □ None 
Order 

El Deposit Account 



Deposit 

Account 
Number 

Deposit 
Account 



5Q-127S 



Cozon O CortrtOf, P C. 



The Director 13 authorized to; (Cfieck atf that apply) 

H Charge fee(a) indicated below B Credit any overpayments 

El Charge any additional fee(s) during the pendency of this application 

□ Charge ffce(s) Indicated below, except for the filing fas 

CP the above»|rJentlfied deposit account. 



FEE CALCULATION 



BASIC FlUNC FEE 



Large dnjrJtv i 


Small Entity 




Fee 


Fee 


Fee 


Fe* 


Fee Description. 


Cede 


15) 


Code 


(*) 




1001 


770 


2001 


385 


Utility filing fee 


1DTJ2 


330 


2002 


16S 


Design filing fee 


1003 


520 


2003 


260 


Plant filing ft* 


1004 


750 


2004 


375 


Reissue filing tee 


10GB 


150 


2005 


80 


provisional filing fee 



Fee Paid 



SUBTOTAL (1) 



UK. 



balow 



2. EXTRA CLAIM FEES FOR UTILITY AND REISSUE 
Exlfa Fee from 

Claims 

Total Claims 

independent 
Claims 



Multiple 



Fee 
Para 



LartJO EntltV 


Small Entity 


Ew 


Fat 


Pee Foo 


CodD 




Coda (?) 


1202 


18 


2202 9 


1201 


se 


2201 43 


1203 


280 


2203 140 


1204 


54 


2204 42 


1205 


18 


2205 9 



Fee Description ; 

Cmlnw In exeeae of 20 
Independent claim? In e*ceBs of 3 
Multiple fiepenaant aslm. If not paid 
— Reissue independent del ma over 
original patent 

** Reissue claims In excess of 20 and 
Over original patent 



SUBTOTAL (2) (S) 



"or number previously pa/fl if greater For Roissucs. sag above 



3. ADDITIONAL. FEES 



calculation (continued) 



Fob 
Code 

1051 


FM 

(5) 

130 


::osi 


Fa* 

{*J 

65 


Fee Description F 
Surcharge - lato filing tee or oath 


roPaid 
— — — - 


1052 


50 


2052 


25 


Surcharge - lata provisional filing Tee 
or cover sheeL 




1053 


130 


1053 


130 


N on- English specification 




1012 
1804 

1805 


2.520 
920* 

1,840* 


1B12 
1804 

1B05 


2,520 
920* 

1,940" 


For filing e request for ex parte 
reexamination 

Requesting publication or Sift prior to 
Examiner action 

Requesting publication of SIR after 
Examiner action 









110 


2251 


55 


Extension for reply within first monlh 




1252 


410 


2252 


ZOS 


Extension for reply within second 
month. 




1253 
1254 


930 
1,450 


2253 
Z2$4 


435 
725 


Extension for reply within third month 
Extension (Of reply wllWn fourth 
month 


_~ — 


1255 


1.970 


2255 


985 


Extension for reply within fifth month 




1401 
1402 
1403 


320 
320 
zaO 


2401 
2402 
2«03 


160 
160 

140 


Notice of Appeal 

Filing a brief In support of an appeal 
Request for oral Hearing 





1451 
1462 


1,510 
110 


1451 
2452 


i,$ia 


Petition to institute a public use 
proceeding 

Petition t° revive - unavoidable 




1453 


1,300 


2*53 


650 


Petition to revive - unintentional 




1501 


1,300 


2501 


6 SO 


Utility i*$ue fee (or refssua) 




ISOZ 


470 


2502 


235 


Design Issue feo 




1503 


S30 


2503 


315 


Plant issue fee 




1460 


130 


1460 


130 


Petition? to the Commissioner 




1807 


£0 


1807 


50 


Proceeslng fee under 37 CFR 1.17 (q) 




ibog 


1B0 


1006 


160 


Submission of information Disclosure 
Stmt 




802 1 

1B09 


40 

750 


6021 
2803 


40 

375 


Recording each patent esslgnment 
per proparry (times number of 
properties) 

FWng a submission after final rejection 
(37 CFftf 1.129(a)) 




1810 


750 


2810 


375 


For each additional Invention to fee 
examined <37 CFR § 1.129<b)) 




1801 


750 


2801 


375 


Request for Continued Examination (RCGH 




1802 


900 


1802 


900 


RaQuest for expedited examination 
ef a design appScation 




Other faa (specify): 2 Month Extension of Time already paid 





-Reduced by Basic Filing Fee PflW 



SUBTOTAL (<•!) 



f SUBMITTED BY 



wame (Print/Typo) 



Kenruai 



itn H. Tarbai 



raffcm /Vp. Attomay/AQQnt) 



43.181 



Complete ((T aovtioable) 



Tolophona 



Dare 



61 9-234-1 7O0 



Mareh 24, 2004 



WARNING; Information on This form may become public. Credit card Information should not bo 

included «n *hl# Pf&vklo credit card Inferrmrtlvn An*l*artae*d&fi on PTG-iOSfi. 

This collection of information Is required by 37 CFtf 1.17 and 1.27. The Information is required to obtain or retain e Ponefll by uio public which la to file (and by flio 
USPTO to process) an application. Confidentiality Is governed by 35 U.S.C. 122 and 37 CFR 1.14. Thla collection is estimated to take 12 minutes to complete. 
Including gathering preparing, and submitting the completed application form to the USPTO. TlmB will vary dopendfno, upon the Individual ^aa-Any comments on 
tho amount of tlmavou are required to complete mis rorm anoVor suggestions for reducing this burden, should be sent to the Chief Information Officer. U.b. Patent 
and Trademark Office U S Department of Commerce, P.O. Box 1450, Alexandria. VA 22313-1450 DO NOT SEND FEES OR COMPLETED FORMS TO THIS 

PAGE 3113 * RCVD AT 3/2412004 5:59:24 PM [Eastern Standard Time] * SVR:USPT0-EFXRF-1/1 * DNIS:8729306 * CSID:+619 234 7831 * DURATION (mm-ss):04-34 



Mar-24-04 02:49pm Frcni-CQZEN O'CONNOR 



+619-234-7831 



T-956 P. 004/013 F-295 



DOCKET NO.: IBlS0036^101 (IBIS-0339) 



PATENT-D 




Serial No.: 
Inventors: 
Filed: 

Group Art Unit; 
Examiner: 
Docket No,: 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE RECEIVED 

CENTRAL FAX CENTER 
09/753,869 MAR 2 4 2004 

Griffey and Swayze 
January 3, 2001 
1631 

BORIN, MICHAEL L. 

IBIS0036-101 (IBIS-0339) 



Title: GENERATION OF VIRTUAL COMBINATORIAL LIBRARIES OF 



COMPOUNDS 



Mail Stop Non-Fee Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Certificate of Facsimile Transmission 

I hereby certify that this paper is being facsimile transmitted 
to the Patent and Trademark Office to facsimile number 
(703) 872-9306 on the date shown below. 



On March 24. 2004 




Kenneth TarUet Reg. No. 43,181 



Dear Sir: 

AMENDMENT AND REQUEST FOR RECONSIDERATION 

In response to the Office Action mailed December 30, 2003 in connection with the 
above-identified patent application, Applicants respectfully request reconsideration in light of die 
following remarks. 

Amendments to the claims are reflected in the listing of claims which begins on page 2 of this 
paper. 

Remarks begin on page 4 of this paper. 
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